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Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-5, 14-15, 18-24 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Matsumi (US Pat. No. 6,038,094). 

Regarding claim 1, Matsumi discloses a data recording apparatus comprising: 
inputting means of receiving a data (see abstract and fig. 1); 

data converting means of converting the data which is received by said inputting 
means, into a recording signal (see col. 8 lines 44-52); 

recording means of recording the recording signal which is converted by said data 
converting means, on a predetermined recording medium (see abstract, col. 10 lines 20- 
40 and lines 55-67); 

data rate detecting means of detecting a rate of the data which is received by said 
inputting means (see claim 1 lines 16-20); and 

controlling means of controlling a recording rate of said recording means by 
using the rate which is detected by said data rate detecting means (see claim 2, col. 10 
lines 2-19, col. 16 lines 23-50). 

Regarding claim 2, Matsumi discloses special-data producing means of, from the 
data which is received by said inputting means, producing at least one or more kinds of 
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special-reproduction data (see fig. 4, col. 10 lines 9-19 and lines 55-64, the selector 
selects Video and Audio data), 

said recording means records also the special-reproduction data which is produced 
by said special-data producing means (see col. 10 lines 20-40), and 

said controlling means controls the recording rate in consideration of also an 
amount of the special-reproduction data which is produced by said special-data producing 
means (see col. 10 lines 16-19 and lines 37-40, and col. 12 lines 55-67). 

Regarding claim 3, Matsumi discloses a data recording apparatus comprising, 
inputting means of receiving a data (see abstract and fig. 1); 

data converting means of converting the data which is received by said inputting 
means, into a recording signal (see col. 8 lines 44-52); 

recording means of recording the recording signal which is converted by said data 
converting means, on a predetermined recording medium (see abstract, col. 10 lines 20- 
40 and lines 55-67); 

data rate detecting means of detecting a rate of the data which is received by said 
inputting means (see claim 1 lines 16-20); 

rate information outputting means of outputting information of the rate which is 
detected by said data rate detecting means (see claim 1 and col. 10 lines 20-40); and 

controlling means of controlling a recording rate of said recording means by 
using the rate which is detected by said data rate detecting means (see claim 2, col. 10 
lines 2-19, col. 16 lines 23-50). 

Claim 4 is rejected for the same reason as discussed in claim 2 above. 
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Regarding claim 5, Matsumi discloses there are plural kinds of special- 
reproduction data (see fig. 1), and 

said apparatus further comprises switching means of switching the kinds of 
special-reproduction data which are produced by said special-data producing means (see 
fig. 1 unit 31 and rejection of claim 2). 

Claim 14 is rejected for the same reason as discussed in claim 1 above. 

Regarding claim 15, Matsumi discloses the data which is received by said 
inputting means is a bit stream configured by a bit stream of a DSS system (see 
modulator (16) in fig. 1 and col. 7 line 51 -col. 8 line 6). 

Claims 18-20 are rejected for the same reason as discussed in claims 1-3 above. 

Claim 21 is rejected for the same reason as discussed in claim 2 above. 

Regarding claim 22, Matsumi discloses the data which is received in said 
inputting step is a bit stream consisting of a packet signal string configured by a data of a 
fixed length (see col. 8 lines 29-43), and 

in said rate detecting step, the rate is detected by counting a number of the 
packets constituting the bit stream at intervals of a predetermined fixed time period (see 
col. 26 lines 55-65). 

Claim 23 is rejected for the same reason as discussed in claim 1 above. 

Claim 24 is rejected for the same reason as discussed in claim 15 above. 
Claim Rejections - 35 USC § 103 
3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 27-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over Matsumi. 

Regarding claims 27, 29-30 and 32, the limitations in claims 27, 29-30 and 32 can be 
found in claim 1. However claims 27, 29-30 and 32 further require a medium which carries a 
program for causing a computer to execute steps as claimed in claim 1 . Official notice is taken 
that it is well known in the art to embody inventions in software to be executed by a computer. 
Therefore, it would have been obvious to one of ordinary skill in the art to modify the teaching 
of Lane by having a record medium capable of being read by a computer tangibly embodying a 
program causing the computer to execute the steps of the apparatus claim. The motivation for 
having a recordable by a computer is that such a method can be easily enhanced and executed 
multiple times. 

Regarding claims 28 and 3 1 , the limitations in claims 28 and 3 1 can be found in claim 3. 
However claims 28 and 3 1 further require a medium which carries a program for causing a 
computer to execute steps as claimed in claim 3. Official notice is taken that it is well known in 
the art to embody inventions in software to be executed by a computer. Therefore, it would have 
been obvious to one of ordinary skill in the art to modify the teaching of Lane by having a record 
medium capable of being read by a computer tangibly embodying a program causing the 
computer to execute the steps of the apparatus claim. The motivation for having a recordable by 
a computer is that such a method can be easily enhanced and executed multiple times. 

Claim Objections 
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5. Claims 6-13, 16-17, and 25-26 are objected to under 37 CFR 1.75(c) as being in improper 
form because a multiple dependent claims cannot depend from any other multiple dependent 
claim. See MPEP § 608.0 l(n). Accordingly, the claims have not been further treated on the 
merits. 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HELEN SHIBRU whose telephone number is (571) 272-7329. 
The examiner can normally be reached on M-F, 8:30AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, THAI Q. TRAN can be reached on (571) 272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 



Helen Shibru 




